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Introduction
Welcome to Edition 12 of Convergence in which we focus on some important
developments regarding trade marks for sounds, smells and colours, together with the 
new competition rules for technology transfer agreements (which, for the first time, 
also extend to software agreements).

Companies can post adverts or other marketing material directly
onto a dedicated and secure site, ensuring that it reaches the right
people at the right time. We can then offer advice electronically,
quickly and efficiently.

SPACE has many benefits including saving companies time,
ensuring that their marketing and sales promotion campaigns are
compliant and helping them to build on their own legal knowledge
base. If you have any queries, please do not hesitate to contact any
of the key contacts through our switchboard: +44 (0)8700 111 111

Leeds Leigh Martin

Liverpool Colin Gibbons

London Siân Croxon

Paul Jordan

Manchester Graeme Orchison

Scotland John McKinlay

Sheffield Richard Taylor

Key Contacts

Introducing Space
SPACE is the latest new product to be launched by DLA's Technology, Media &
Communications Group.  It is an internet-based delivery mechanism through which
advertising material can be posted by companies for clearance by our team of specialist
lawyers throughout the UK and mainland Europe.  
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Ever since the implementation of the 
EU Trade Mark Harmonisation Directive
across the EU (in the UK by means of the
Trade Marks Act 1994) there has been
much discussion about whether sounds
and smells can validly be registered as
trade marks. Two decisions by the ECJ
have now given guidance. The answer is
that sounds and smells can both 
potentially be registered as trade marks 
in theory. However, the acceptable 
ways of representing such marks are
restricted. The only definitely acceptable
way of representing sounds is by use of
musical notation. It is very difficult to 
see how, in practice, smell marks can be
validly registered.

What can be registered as a trade mark?

The definition of what can potentially
constitute a trade mark is set out in the
Trade Marks Directive and the UK Trade
Marks Act as follows:

“A trade mark may consist of any sign
capable of being represented graphically,
particularly words, including personal
names, designs, letters, numerals, the
shape of goods or of their packaging,
provided that such signs are capable of
distinguishing the goods or services of one
undertaking from those of other
undertakings.”

The definition states that so long as a sign
fulfils two requirements, then it may be a
trade mark. These are (1) that the sign must
be capable of being represented graphically
and (2) that the sign must be capable of
distinguishing the goods or services of an
undertaking. As well as setting out these two
requirements, the definition details some
specific examples of kinds of signs which
may be registrable. These do not expressly
include sounds or smells.

What has been the attitude of the UK
Trade Marks Registry?

Initially, following the implementation of the
Trade Marks Act 1994, the Registry allowed
a number of sound and smell marks to be
registered. Sound mark registrations which
have been allowed include the Direct Line
insurance jingle, the “Mister Sheen shines
umpteen things clean” jingle and “the
sound of a dog barking” for Dulux paint.
Smell mark registrations which have been
allowed include “the strong smell of bitter
beer” for darts and “the smell of roses” for
tyres. On the other hand, an application by
Chanel for the smell of Chanel No. 5 was
rejected, on the basis that the smell of a
product itself can not act as a trade mark.

What smell and sound marks can be
registered following the ECJ decisions in
Sieckmann and Shield Mark?

As stated above, any mark has to fulfil two
requirements in order to be validly
registrable. The requirement that the mark
must be capable of distinguishing the 

goods or services of an undertaking is of
vital importance, since it goes to the heart
of the function of a trade mark, which is to
act as an indication of the origin of the
goods or services. Smell and sound marks
may face particular obstacles in relation to
this, since they are, invariably, used
alongside other marks, such as words and
logos, and it may be difficult to
demonstrate that customers recognise the
sound or smell as indicating origin.

However, the two ECJ decisions have
focussed on the second requirement, that
marks must be capable of graphic
representation. Smell and sound marks
raise obvious issues in relation to the
requirement of achieving a representation
on the register such that anyone looking at
the register can know what the registration
is and what the scope of protection
afforded is. It is difficult to put down a
smell or sound on paper, certainly in a way
that would be readily accessible to a
member of the public looking at the
register. Further, everyone’s perceptions of
a smell or sound will be different.

Sieckmann

The first ECJ decision relating to smell or
sound marks was the Sieckmann case in
December 2002 which dealt with the issue
of graphic representation, specifically for
smells. The application was for the smell of
the pure chemical substance methyl
cinnamate, a sample of which was
deposited, and the structural formula of
which was stated to be C6H5 - CH =
CHCOOCH3. It was further described as
being ‘balsamically fruity with a slight hint
of cinnamon’.

The ECJ stated that, “A trade mark may
consist of a sign which is not in itself
capable of being perceived visually,
provided that it can be represented
graphically, particularly by means of
images, lines or characters, and that the
representation is clear, precise, self-
contained, easily accessible, intelligible,
durable and objective”.

Thus the ECJ set out a list of requirements
for a graphic representation to be
sufficiently precise, clear and objective for
a smell to be registrable. The ECJ went on
to state that the requirement would not be
satisfied in relation to smells “by a chemical
formula, by a description in written words,
by the deposit of an odour sample or by a
combination of these elements.”

This decision makes it very difficult, if not
impossible, to register a smell as a mark, at
least until such time as it can be
demonstrated that technology exists which
can identify smells with sufficient clarity,
precision and objectivity. Certainly, the
existing UK registrations referred to above
which involve written descriptions of smells
must now be considered invalidly registered.

Shield Mark

The only other ECJ judgment to date relating
to smell and sound marks is the unreported
Shield Mark case of November 2003 which
concerns various registrations in the Benelux
countries for sound marks, including
registrations for the first nine notes of the
Beethoven work Für Elise and registrations
for the sound of a cockerel crowing.

The judgment makes clear that sound
marks must be considered capable of
being regarded as trade marks, provided
they are capable of distinguishing and
capable of being represented graphically.
It confirms that the requirements for
graphical representation set out in
Sieckmann  (and quoted above) apply to
sound marks. In the context of sounds the
ECJ went on to state:

“…those requirements are not satisfied
when the sign is represented graphically by
means of a description using the written
language, such as an indication that the
sign consists of the notes going to make
up a musical work, or the indication that it
is the cry of an animal, or by means of a
simple onomatopoeia, without more, or by
means of a sequence of musical notes,
without more. On the other hand, those
requirements are satisfied where the sign is
represented by a stave divided into
measures and showing, in particular, a clef,
musical notes and rests whose form
indicates the relative value and, where
necessary, accidentals.”

The Shield Mark judgment confirms that
representation of sound marks using
detailed musical notation is acceptable, but
rules out a number of other possibilities. It
does not address the question of whether
sonograms, which have been used for a
number of successful registrations 
around the EU, are acceptable.
However, it must be doubted whether 
such a representation would be 
considered sufficiently easily accessible.

The existing UK registrations for jingles
referred to above probably comply with the
requirements for graphical representation,
but the registration for the sound of a
barking dog for Dulux paints must now be
considered invalidly registered.

The future   

Sounds and smells can play a part in the
overall branding of goods and services,
and it seems that they will increasingly do
so. Those using them are likely to benefit
from some protection afforded by unfair
competition laws, passing off or similar, or,
in the case of “musical” marks at least,
copyright. However, the circumstances in
which sounds and smells are going to be
validly registrable as trade marks are very
restricted and may, in practice, be limited
only to the registration of sounds using
detailed musical notation.

Sound and Smell Trade Mark
Registrations: Sound, or a Bit Fishy?



“The idea that a
company can claim
monopoly rights in 

a phrase that they have
used in advertising 

may at first seem
potentially dramatic”
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Distinctive Phrases 
and the Kit Kat Case
Without a distinctive character a trade mark cannot fulfil its “essential function” - 
to allow consumers to distinguish between goods (or services) of one manufacturer 
and those of another.

According to the Linde case the ability to
distinguish in this way allows consumers
who have purchased goods “to repeat the
experience if it proves to be positive, or to
avoid it if it proves to be negative”. It
thereby protects consumer choice and helps
maintain competition in the marketplace.

Section 3(1)(b) of the Trade Marks Act
1994 accordingly prohibits registration of
marks which are “devoid of any distinctive
character”. This is, however, subject to the
proviso that registration shall not be
refused if the mark has in fact acquired a
distinctive character as a result of the use
made of it. Identical provisions are found
in article 3(1) of the EC Trade Mark
Directive and article 7(1) of the EC
Regulation on the Community Trade Mark.

The courts have been forced to consider the
requirement of distinctive character on a
number of occasions. In Société des
Produits Nestle S.A. v Mars UK Limited (the
“Kit Kat” case) the Court of Appeal stated,
in relation to section 3(1)(b) at least, “the
relevant principles are now well
established”. This article will look at the
background to this case, consider what
these “well established” principles are and
highlight one outstanding thorny issue
where principles are not so well established.

Background

It will come as little surprise to most
consumers that Nestlé has already
registered both the “KIT KAT” mark and the
phrase “HAVE A BREAK…HAVE A KIT
KAT”. This case concerns their attempts to
register “HAVE A BREAK” as a trade mark
on its own. Mars challenged Nestlé’s
application and following a hearing in May
2002, the Hearing Officer agreed with at
least part of the objection. “HAVE A
BREAK” was, on his interpretation of the
law, devoid of distinctive character.

Nestlé had tried to rely on the proviso to
section 3(1) that registrations shall not be
refused if the mark has become distinctive
through use. However, “HAVE A BREAK”
had not been used on its own to any
material degree. The Hearing Officer
decided that the words on their own could
not, therefore, have acquired a distinctive
character and the application was refused.
Nestlé appealed to the High Court.

The appeal was heard by Rimmer L J who
decided that the Hearing Officer had
applied the law correctly and had given
careful consideration to the factual question
of whether “HAVE A BREAK” enjoyed
distinctive character. Nestlé’s use of it had,
in his opinion, “failed to foster a concrete
expectation among consumers that the
goods originate from one undertaking” and
so the appeal failed. Nestlé appealed to
the Court of Appeal.

The Court of Appeal had two questions 
to answer:

1 Is “have a break” devoid of distinctive
character?

Mummery L J referred to three earlier
cases that had been heard by the ECJ.
Fortunately it had reached similar decisions
in each:

1 first the mark must be distinctive in the
sense that it distinguishes goods as
originating from one undertaking;

2 secondly distinctiveness must be
considered by references to the classes
of goods registration is sought for and
consumers of those goods; and

3 thirdly the relevant (hypothetical)

consumer is the well-informed and

circumspect consumer.

A mark which is distinctive and can

distinguish goods to any extent will not 

fall foul of section 3(1)(b). Thus the

Hearing Officer had applied the law

correctly and, whilst other officers may

have reached a different conclusion on 

the facts of the case, on the evidence

before him he was entitled to find that 

“HAVE A BREAK” was devoid of distinctive

character. The Court of Appeal would not

interfere with his decision.

2 Has “have a break” acquired

distinctive character as a result of the

use made of it?

This is essentially a question of fact and

the appeal courts are generally reluctant to

interfere with earlier findings of fact. The

Hearing Officer had decided (and the High

Court agreed) that there had not been

sufficient use of the mark on its own for it

to fall within the proviso. In arriving at this

conclusion he had decided that use of

“HAVE A BREAK” within “HAVE A

BREAK…HAVE A KIT KAT” was not use of

the mark itself.
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But was this interpretation of section 2 right
or can a mark acquire distinctive character
when its use has been as part of another
mark?  Mummery L J decided that since
the Trade Marks Act must be interpreted in
line with the Trade Marks Directive, this was
a matter for the ECJ. Thus a question was
referred to Luxembourg in these terms. It
is anticipated that the opinion of the
Advocate-General is unlikely to be
published before summer 2004.

The future

The importance of the ECJ’s decision to
Nestlé is obvious. An answer in the
affirmative will mean that the earlier decisions
are likely to be set aside and the case sent
back to be reheard by a different Hearing
Officer who might find in their favour.

A negative answer will almost certainly
finally shut the door on its application.

But if the ECJ does give a positive answer,
will other owners of famous brands also be
rubbing their hands together?  The idea
that a company can claim monopoly rights
in a phrase that they have used in
advertising may at first seem potentially
dramatic. Could a positive response 
signal a move away from the court’s
traditional reluctance to allow companies 
to claim monopoly rights over common
words or phrases?

In short, the answer is likely to be no.
Even if the ECJ decides marks can 
acquire distinctive character through 
use as part of a different mark,
applicants will still need to show that this
has been acquired as a matter of fact.

Sedley L J in the Court of Appeal had
serious doubts as to whether in this case,
even given an affirmative answer by the
ECJ, it would be open to a different Hearing
Officer to find in Nestlé’s favour.
Regardless of the ECJ’s decision, brand
owners will still be faced with the challenge
of convincing the courts that there is a
“concrete expectation” among consumers
that goods bearing the relevant words
originate from them and no other. For
common words and phrases, the courts will
not be easily convinced.

“It will come as little
surprise to most
consumers that Nestlé
has already registered
both the “KIT KAT”
mark and the phrase
“HAVE A BREAK…
HAVE A KIT KAT”

The Court of Appeal had two questions to answer:

1 Is “have a break” devoid of distinctive character?

2 Has “have a break” acquired distinctive character 
as a result of the use made of it?



Despite a finding that Lambretta’s fashion
track top featuring an original colour way
design had in fact been copied by a third
party, the court ruled that this did not
infringe design right or copyright. There
was no design right because the colour
way design was in two dimensions (rather
than three). The copyright in the original
design drawing was not infringed because
the drawing depicted a colour way applied
to a 3D article (being a garment). However,
had Lambretta’s drawing been simply of its
colour way design (and not the garment),
copying it without consent would have been
copyright infringement!

The case of Lambretta v Teddy Smith and
Next involved the complicated overlap
between design rights legislation and
copyright legislation under the Copyright,
Designs and Patents Act 1988 (“CDP
Act”). Lambretta had designed a track top
(“Track Top”). As the Track Top itself was
a standard design, Lambretta did not claim
originality of its outline shape. However, it
did claim that the “retro-vintage” colour way
comprising blue, red and white “early
1970s” logos and stripes was original
(“Colour Design”) and that it was entitled
to prevent it being copied.

Teddy Smith and Next 
sold garments which 
Lambretta said were 
copies of the Track Top.
Lambretta sued 
Teddy Smith and 
Next for infringement 
of its design right in 
the Track Top and 
its copyright in the 
documents 
recording 
the design.

To prove design right infringement,
Lambretta needed to show originality in
“the design of any aspect of the shape or
configuration … of the whole or part” of the
Track Top and/or Colour Design (subject to
exceptions, including surface decoration)
under section 213 of the CDP Act.
Lambretta argued that the Colour Design
applied to the Track Top was a
“configuration” because it depicted the
relative arrangement of parts or elements
of a design. However, the court found that
a “configuration” only refers to the three-
dimensional aspects of articles. As the
Colour Design was made up of two
dimensional colours, it was not protected
by design right.

What about copyright protection?
Lambretta alleged that Teddy Smith and
Next had infringed its artistic and literary
copyright in two drawings. The first
featured the Colour Design on the front of
the Track Top (“Colour Design
Document”) and the second recorded 
the (uncoloured) design of the front of
the Track Top and half of its rear 
(“Track Top Document”).

Teddy Smith and Next argued that both
these documents recorded the shape and
configuration of the Track Top (albeit that
one incorporated the Colour Design) and
that the Track Top was not an artistic work,
so the documents were design documents
within the meaning of section 51 CDP Act.
This states:

“It is not an infringement of any copyright
in a design document or model recording
or embodying a design for anything other
than an artistic work … to make an article
to the design or to copy an article made to
the design.”

As a consequence, Teddy Smith and Next
argued that making the Track Top bearing
the Colour Design was not copyright
infringement.

Lambretta argued that section 51 was to be
interpreted in a purposive manner and that
insofar as a design document records
matters excluded from design right, such
as surface decoration, the documents were
still protected by copyright. As the Colour
Design was surface decoration, copying it
infringed the artistic copyright in the Colour
Design Document. The court disagreed.

It said that in giving the words of section
51  their natural and ordinary

meaning, the section is directed
at any copyright in the entire

design document.
Therefore if a document

incorporates a design
within the meaning of

section 213 of the
CDP Act, there can
be no infringement
of the copyright in
any works which
would ordinarily
(absent 
a “design”
element) qualify
for protection.
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Lambretta’s Loophole
Designers and manufacturers of clothing or articles bearing surface decoration take note!
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“Despite a finding that Lambretta’s fashion track top
featuring an original colour way design had in fact 
been copied by a third party, the court ruled that this 
did not infringe design right or copyright.”

This finding potentially has far reaching
consequences. For example, if David
Hockney designed a T-shirt depicting an
original painting, there would be no design
right in the actual T-shirt (because it is not
original) or the painting (because it is
surface decoration). If the T-shirt were not
regarded as an artistic work (if it were,
section 51 CDP Act would not apply),
copying the original painting from the T-
shirt would not be an infringement of the
artistic copyright in the painting (because
the drawing incorporates a design for a T-
shirt). Of course, had David Hockney
created his painting first, then applied the
painting to a T-shirt, he would be entitled to
prevent infringement of the artistic
copyright in the painting.

It is understood that the Lambretta case is
to be appealed in April 2004. So, pending
the judgment being overturned on appeal,
how could David Hockney protect his T-
shirt design?  Provided it was new and of
‘individual character’, his design might well
attract protection under the Community
Design Regulation (EC) No 6/2002. The
relevant provisions should help to fill the
gap between design right and copyright in
situations where designers expend skill in
creating an original design to apply to an
article of a common shape.



“The primary purpose 
of the proposed 

changes is to bring the
Act into line with 

the revised European
Patent Convention

(2000) (“Convention”).”
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The primary purpose of the proposed
changes is to bring the Act into line with the
revised European Patent Convention (2000)
(“Convention”). However, the DTI in
conjunction with the Patent Office has taken
the opportunity to consult with industry on a
wide range of issues which, although not
required for the purpose of implementing
the Convention, are thought to offer a fairer
balance between the rights of patent
holders and third parties or simply better
reflect modern practice.

This article summarises a few of the
proposed amendments which, having
received wide support, will be taken
forwards in the form of the Patents Act
(Amendment) Bill (“Bill”).

Post-grant amendment - proprietor’s
conduct irrelevant

Currently, patents can only be amended
post-grant with the court’s discretion.
The court takes into account factors
concerning the proprietor’s conduct,
such as whether the proprietor has
unreasonably delayed seeking the
amendment or has sought to gain an unfair
advantage from a patent which it knew
ought to have been amended.

The proposed amendment is partly
required to implement changes introduced
by the Convention which remove the
discretionary power of the court in relation
to amendments which limit the claims of
European patents.

However, to avoid a complex system
whereby the proprietors’ conduct is taken
into account for certain amendments but
not others, the Government intends to
extend the effect of the new provision to all
post-grant amendments, whether or not
these limit the claims and in relation to both
national and European patents. All
amendments must, however, continue to
meet the substantive requirements
(particularly, they must not add matter, must
define a patentable invention and be
capable of industrial application).

To address concerns that the absence of
discretion will encourage covetous
proprietors to avoid amendment until the
last possible moment, the Government is
also considering the introduction of a new
restriction on the relief awarded to a
proprietor who has acted in bad faith by
trying to enforce a knowingly bad claim, or
who has delayed unduly in seeking
amendment. Patent proprietors should
therefore be aware that conduct may be
relevant to their ability to claim relief for
patent infringement.

A separate amendment will allow a
proprietor to apply to amend its patent in
any proceedings relating to the patent.
Under the current law, the court only has
jurisdiction to consider amendments in
proceedings in which the validity of the
patent has been put in issue. This has
previously caused difficulties where, having
filed a counterclaim for patent revocation in
infringement proceedings, a defendant has
subsequently dropped the issue of validity
by withdrawing its counterclaim.

Threats

A patent proprietor who has made every
effort to track down an alleged primary
infringer (the manufacturer or importer) will,
under proposed new law, be able to
contact the alleged secondary infringer (a
shop or customer) in certain circumstances
without giving rise to a threats action.

The principal aim of the current threats
provisions, which confer on an alleged
secondary infringer who has been
unjustifiably threatened with patent
infringement proceedings a cause of action
against the patent proprietor, is to allow a
proprietor to threaten a rival manufacturer
whilst protecting the rival manufacturer’s
customers from intimidation.

Any communication which goes beyond
mere notification of the patent’s existence
is likely to be construed as a threat (though
subsequent proof of infringement provides
the proprietor with a complete defence to a
threats action).

A problem arises where a manufacturer has
taken great care to conceal its identity, or
where the supply chain is long, making it
extremely difficult for the proprietor to trace
the alleged primary infringer. In these
circumstances, the proposed amendment
will allow the proprietor to contact the shop
or person who is selling or stocking the
alleged infringing goods in order to request
details of its supplier. It is likely that the
new law will require the proprietor to set out
what efforts it has made (which will be
assessed according to a high standard) to
identify the alleged primary infringer, so as
to enable the alleged secondary infringer to
assess whether a threats action is viable.

It is hoped that this limited, permitted
communication will encourage genuine
efforts at pre-litigation settlement.

Inventors’ privacy

In response to concerns over the privacy of
inventors, particularly those working in
controversial areas of technology, it is
purported that inventors will be able to
request that their addresses be kept
confidential. This new right will not extend to
the inventor’s name, because the
unavailability of this information would
prejudice the rights of third parties to
question inventorship and entitlement, as well
as limit the ability of third parties to search
patent databases using inventors’ names.

New non-binding assessment 
of validity...

A procedure for a non-binding assessment
of validity has been proposed. The
objective is to provide a low cost means of
obtaining an early assessment of validity in
the Patent Office, as a faster alternative to
full-scale revocation proceedings. It is
hoped that this will encourage parties to
settle patent actions at the earliest stage of
a potential dispute.

Under the proposed amendments, the
assessment may be requested by any
person, who need not declare an interest,
although the Patent Office will have a
discretion to reject vexatious requests.

Patents get a FaceLift
At long last plans to modernise the Patents Act 1977 (“Act”) are under way.
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Revocation of the patent will not be
available through this route nor, in response
to specific concerns voiced by members of
the Patent judiciary, will the assessment
provide means to prevent or delay
proceedings for revocation or infringement
of a patent.

…and infringement

To complement the new validity
assessment, the draft Bill will also contain
provisions relating to a new infringement
assessment in the Patent Office. The result
would be a non-binding opinion on whether
or not a particular object, act or process
(as described or submitted as part of a
written statement of grounds) infringed a
particular patent. As with the validity
assessment, it is proposed that any person
will be able to request an infringement
assessment without having to declare an
interest. Again, the Patent Office would
have a discretion to reject the request.

The infringement assessment would be
available either on its own or together with
a validity assessment and is hoped to
provide a mechanism to assist in the early
settling of disputes.

And those which fell at the hurdle...

A number of amendments proposed in 
the Consultation Paper will not be taken
forward, having met with opposition 
from consultees.

The proposals which provoked by far the
most comment, from all categories of
consultee, were those concerning the
provisions which govern compensation for
employee-inventors. Currently, the Act
provides that an employee-inventor should
be awarded compensation by his employer
where the patent resulting from his or her
invention has been of “outstanding benefit”
to the employer. To date no employee has
succeeded in claiming compensation under
the Act, despite the fact that employers are
unable to contract out of the provisions. The
Consultation Paper queried whether this lack
of success was indicative of the Act’s failure
to achieve a fair balance between the
interests of the employer and employee.

The overwhelming response was that the
provisions should be left as they are.
Corporate consultees pointed out that
companies had implemented their own in-
house arrangements to reward employees
and that these arrangements were
responsible for the low level of litigation.

Two multinationals suggested that the
provisions should be repealed entirely, one
of these commenting that it was the
existence of the current German
compensation provisions (which, compared
to UK law, are weighted in favour of the
employee) that had ultimately been the
deciding factor in its choosing not to locate
a new research and development facility in
Germany. With the exception of one
modification, that the “benefit” should be
that derived from the patented invention
rather than the patent, the provisions will
remain in their current form.

Also, the proposed Bill will not extend the
current “licence of right” concession, which
is available to defendants who import
infringing goods into the UK from the EEA, to
importers or distributors of infringing goods
from outside Europe. Nor will it include an
amendment to allow patent proprietors to
bring infringement proceedings before the
Comptroller without the defendant’s
agreement. This proposed amendment fell
under strong criticism from the patent judges
who described the proposal as ill thought
out, unworkable and likely to undermine the
Patents County Court.

According to the Patent Office, the draft 
Bill will be introduced to Parliament “as
soon as parliamentary time permits”.
A full summary of the Government’s
conclusions can be found at the following
website address:
www.patent.gov.uk/about/consultations/resp
onses/patact/summary.htm

“Currently, patents 
can only be amended 
post-grant with the 
court’s discretion”
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Key changes envisaged are:

• extending the regime to 
software copyright;

• abolition of the white and grey lists;

• introducing market share  tests; and

• treating agreements 
between competitors and non-
competitors differently.

If all goes to plan the proposals 
(subject to any change resulting from
the consultation) will become law on 
1 May 2004. Ultimately, they will have
retrospective effect.

Setting the scene: technology transfer
agreements and competition law

As things currently stand, technology
transfers agreement will not fall foul of EC
competition law if they fall within the ambit
of the existing Technology Transfer Block
Exemption which dates back to 1996.

Both the current and the proposed revised
Technology Transfer Block Exemptions seek
to address two seemingly contradictory
requirements: IPR ownership and
exploitation on the one hand and
competition law on the other. At its most
simplistic level, IPR ownership brings with it
the ability to protect and control rights,
sometimes on a monopoly basis.
Competition law, however, seeks to promote
the number of businesses with access to
technology and/or operating in a market.

As a general rule, the EC Treaty prohibits
anti-competitive agreements (whether
formal not). However, it does allow an
otherwise anti-competitive agreement if the
agreement’s positive effects outweigh the
negative effects. This exemption (i.e.
tolerance of an otherwise anti-competitive
agreement) can be obtained in one of two
ways. The first option is for the individual
agreement to be assessed and notified to
the EC Commission. Alternatively, entire
categories of agreement are allowed via a
“group” or “block” exemption. In practice,
companies prefer taking the second route.
The hassle, expense and time required to
obtain individual assessment is not
commercially attractive.

Provisions contained in agreements which
are anti-competitive and do not benefit from
exemption (by block exemption or
individual assessment) are void and
unenforceable. Further, they risk significant
fines: up to 10% of the worldwide group
turnover of the parties.

Also any agreement that is acceptable from
a European Competition point of view
because it benefits from Block Exemption
also benefits from a “parallel exemption”
under domestic competition legislation.

The current regime

The current Technology Transfer Block
Exemption only applies to technology
transfer agreements concerning patent
and/or know-how rights (although the
Commission has expressed the view that 
it also applies to copyright and other
licences by analogy).

It sets out:

• a “white” list of contractual provisions
which do not normally restrict
competition at all;

• a “grey” list of provisions which may
affect competition if the market share of
the parties is significant, but otherwise
will be capable of exemption; and 

• a “black list” of clauses whose
presence in a licence agreement will
almost never be acceptable from a
competition law point of view and
whose presence in an agreement will
disqualify it from benefiting from the
block exemption. The black list contains
the most serious “hard core” restrictions
on competition such as price fixing or
resale price maintenance.

Why the proposed change?

A particular criticism of the current
Technology Transfer Block Exemption is
that the inevitable slavish compliance with
the white list leads to formulistic
agreements which may not accurately
reflect the commercial intention of the
parties. In fact, the Commission recently
described it as a “straightjacket”.

The aim of the new regime is to:

• allow companies more freedom in their
contracts;

• extend the scope of the block
exemption to other types of intellectual
property rights, not just patents and
know-how; and

• incorporate an element of economic
realism into the operation of the block
exemption.

Key changes proposed by the draft new
Technology Transfer Block Exemption

• Broader application

It will cover all types of technology
transfer agreements. Importantly, this
broadens the scope of the regime.
In addition to the patent and know-
how agreements, which are subject 
to the current Block Exemption
concerning software, copyright, will 
be specifically covered.

Technology Transfer:
The Proposed New Regime
In October 2003 the European Commission published proposals for a new technology
transfer block exemption.
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• No white or grey list

In line with the Commission’s stated
intention, the new block exemption will
be less prescriptive than the previous
one. It will not contain a white list of
“good” clauses: only a black list of
unacceptable clauses. Agreements can
contain any provision that is not
specifically blacklisted without risking
loss of the “safe harbour” provided by
the block exemption.

• Distinction between competitors and
non-competitors

There will be different blacklisted
provisions for agreements between
competitors and those between non-
competitors. This reflects the practical
reality that agreements between
competitors are more “dangerous” from
a competition point of view.

• Market share thresholds

Market share thresholds will apply.
Therefore agreements between minor
players in the market will not attract as
much scrutiny as those between larger
players whose activities are likely to
have more of an effect on competition.

What sort of agreements are technology
transfer agreements?

A typical technology transfer agreement is
one where the main (not the secondary or
ancillary) aim of the agreement is for the
technology owner to grant a third party a
licence to use the technology so that the
third party can provide a product/service.
However, some other agreements can also
be caught; for example particular
technology assignments. To be caught the
assignment will “look” like a licence. The
assignor must retain the exploitation risk and
the fee it receives may well depend upon the
success of the assignee’s exploitation of the
technology. Also certain sub-contracts. For
example, where the licence of the
technology needed for the sub-contractor to
manufacture the product is the primary
purpose of the agreement and, say, it
contains non-compete obligations. However,
whilst  agreements between more than two
parties are excluded, it is worth appreciating
that in assessing these multi-party
agreements the authorities will use the block
exemption’s principles by analogy.

The market share test

The EC Treaty prohibits agreements having
an “appreciable” effect upon competition.
Usually, whether or not there is an
appreciable effect turns on the market
share of the parties.

This is reflected in the market share
thresholds contained in the draft
Regulation. It is proposed that the new
Block Exemption will only apply to
agreements between parties whose market
shares fall under 30% for agreements
between non-competitors and 20% for
agreements between competitors.

If the market share falls beneath the
threshold and the agreement does not
include any of the blacklisted “hardcore
restrictions” (see below) then it will benefit
from the new Block Exemption. If the
market share threshold is exceeded then
the new Block Exemption does not apply to
that agreement. This does not
automatically make the agreement anti-
competitive. It simply means that individual
assessment is required. It is worth
remembering that if a technology or
product becomes particularly successful,
or one of the parties is subsequently
acquired, an agreement might move across
the market share threshold.

Hardcore restrictions (the “black list”)

The draft Regulation contains a list of
hardcore restrictions which are nearly
always anti-competitive: the black list. Like
the market share test, the hardcore list also
distinguishes between agreements
between competitors and those between
non-competitors.

Where an agreement contains a hardcore
restriction it automatically falls outside of
the new Block Exemption regardless of the
market share of the parties. Such an
agreement will almost inevitably be
prohibited (the de minimis rules do not
benefit a hardcore restriction). In fact,
under the Enterprise Act 2002, entering into
agreements containing hardcore
restrictions may be a criminal offence
attracting penalties of up to five years’
imprisonment and/or an unlimited fine for
the individuals responsible.

The black list for agreements between
competitors

To benefit from the new Block Exemption, it
is proposed that agreements between
competitors and regardless of market
share must not (in summary, there are
exceptions):

• fix, or otherwise influence, prices to 
third parties;

• limit output or sales;

• allocate markets or customers; or

• restrict the licensee’s ability to exploit its
own technology, or that of either party to
carry out R&D.

The black list for agreements between non-
competitors

There are slightly different proposed rules
for technology agreements between non-
competitors. Briefly (again this is a
simplified summary), regardless of market
share, the agreements must not:

• fix, or otherwise influence, prices to third
parties. However, unlike the black list for
competitors, maximum (but not
minimum) and truly recommended (not
fixed) resale prices are allowed;

• restrict the ability of the licensee to sell into
a territory/customer group. (There are 5
important carve outs to this general rule.)

Additional provisions

In addition to the black list, it is proposed
that no agreement containing any of the
following provisions can benefit from the
new Block Exemption (be it between
competitors or not):

• any direct or indirect obligation on the
licensee to grant an exclusive licence
back to the licensor (or its nominee) of
any severable improvements in the
licensed technology;

• any direct or indirect obligation on the
licensee to assign to the licensor (or its
nominee) of any severable improvements
in the licensed technology;

• any direct or indirect obligation on the
licensee not to challenge the validity 
of the IPRs held by the licensor 
(though the licensor would be entitled 
in such circumstances to terminate 
the agreement in respect of the 
licensed IPRs).

Duration

Block exemption protection lasts for the life
of the particular technology’s protection.
This might be for the life of the relevant
patent or for as long as the know-how in
question remains secret.

Timetable and transitional provisions

The consultation period for the draft
Regulation closed towards the end of
November. Being a Regulation, once
finalised the new regime will have direct
effect in the UK; we do not need to pass
national enabling legislation. The
Commission currently anticipates the
Regulation entering into force on 1 May 2004.

An 18 month transitional period will apply to
technology transfer agreements already in
force on 30 April 2004. Where such
agreements would not be exempt (i.e. not
benefit from the block exemption) under the
new regime but nevertheless satisfied the
exemption conditions of the current
Regulation, the general prohibition will not
apply until 1 November 2005.

Next steps   

Bearing in mind that the legislation will
ultimately be retrospective, key technology
transfer documents should be audited for
compliance in the run-up to the new
regime. New agreements should also take
the new Block Exemption into account,
although of course they are currently
subject to the 1996 equivalent.
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New Codes for 

Programme Commissioning

The Communications Act 2003 ("the Act")

has been the catalyst for much discussion

and controversy as it progressed through

Parliament over the past year. One slightly

lower profile aspect has been the

provisions within the Act which concern

independent production companies

("Indies"). These essentially relate to the

quotas for independent programmes that

will be in broadcasters' licenses and also

codes of conduct  which relate to the

commissioning of programmes by

broadcasters. It is these codes which will

form the subject of this article.

Under section 285 of the Act, Ofcom is to

include conditions, in the licenses of every

licensed pubic service channel ("PSB"), to

ensure that the PSBs draw up, revise and

comply with a code of practice (the

"Codes") setting out the principles it will

apply when agreeing terms for the

commissioning of independent productions.

The provisions of Section 285 of the Act 

are an attempt to re-dress a widely

acknowledged imbalance within the

broadcasting arena. One of the conclusions

reached by the Programme Supply Review

conducted by the Independent Television

Commission ("ITC") was that many Indies

cannot negotiate with the  PSBs on an equal

footing as a consequence of their relative

lack of resources and imbalance of power.

Indies have often been forced to assign to

PSBs intellectual property rights on an

outright world-wide basis. It was felt that,

were the bargaining positions more equal,

many of these rights would be retained by

the Indies.

What is an independent production?

For the definition of an "independent

production" see the Broadcasting

Independent Order 1991, as amended in

July 2003. An independent production

programme is a programme made by an

independent producer. Section 4 of the

order states that an independent producer

means a producer (a) who is not an

employee of a broadcaster (b) who does

not have a shareholding greater than 25%

in a broadcaster and (c) which is not a

body corporate in which any one

broadcaster has a shareholding greater

than 25% or in which any two or more

PSBs, when taken together, have an

aggregate shareholding greater than 50%.

So what provisions do these 

Codes of Conduct contain?

Whilst Ofcom has issued general guidance
setting out the procedure for drawing up
and  revising the content of the Codes,
Ofcom cannot specify particular terms to be
included in agreements to which the
guidance relates. Ofcom always has to
ensure that guidance for the purposes of
section 285 is published and it must consult
the PSBs, persons who make independent
productions (or those who represent them),
the BBC and the Welsh Authority before
issuing or revising the guidelines.

The Codes were drafted by the PSBs and
submitted to Ofcom for review last year.
They have now all been approved by
Ofcom and will be supplemented by
detailed terms of trade to be prepared by
the PSBs.

Each of the Codes provide provision for 
the following:

• a reasonable timetable for the
negotiating an entering into of binding
agreements between PSBs and Indies;

• that there is (in Ofcom's view) clarity
when an independent production is
commissioned about the different
categories of rights to broadest or
otherwise make use of or exploit the
commissioned production that are being
disposed of;

• transparency as to payment in respect
of each category of rights;

• satisfactory arrangements are made for
the duration and exclusivity of rights;

• procedures exist for reviewing
arrangements adopted in accordance
with the code, monitoring application of
the code and also demonstrating
compliance with it; and 

• procedure for resolving disputes.

The various Codes differ in certain areas.
For example, the BBC is the only
broadcaster to explicitly adopt a mediation
route in relation to dispute resolution.
However, all of the Codes include the
fundamental tenets set out above. The
Codes do not prevent the PSBs from
benefiting from the earnings produced from
secondary rights in programmes made by
the Indies. However, whereas previously all
intellectual property rights were owned by
the PSBs, the Indies will now licence rights
in the programmes and maintain control
over the distribution of secondary and
ancillary rights. How this will operate in
practice obviously remains to be seen.

So what does this mean for 

Indies and PSBs?

As indicated above, until the Codes have

been in use for a period of time and the

terms of trade agreed, it is impossible to

give a definitive view. Having said this,

Pact (the UK trade association that

represents and promotes the commercial

interests of independent feature film,

television, animation and interactive media

companies) submitted an "Impact

Assessment Report" (the "Report") to

Ofcom regarding potential effects of

changes in rights ownership which

provides some assistance in predicting the

likely impact. The Report concluded that

the cost of a transfer of value from the

PSBs to the independent sector will be

around £36 million, which is not

insignificant for the Indies. It is worth noting

that this transfer in value primarily relates to

the BBC and Channel 4, with the report

projecting a loss of £25 million to the BBC,

£19 million arising through the loss of rights

and £6 million through extra payments to

Indies for showing repeats of their

programmes. This would be counteracted

by some savings the BBC would make in

administrative areas. ITV only retains

primary rights to commissioned

programmes in any event and so should

not be affected in terms of rights

ownership although other provisions of the

Codes still likely to impact.

We, of course, will have to wait and see

how the newly approved Codes are put into

practice and ultimately enforced to see if

there really will be a rebalancing of power

between the Indies and PSBs. Now that

the Codes are finalised, it will be essential

for Indies and PSBs alike review their

contractual terms to ensure that the

provisions of the Codes, in particular

regarding ownership of intellectual

property rights and their exploitation

beyond the first broadcast, are adequately

dealt with.

Indies - Keeping the Crown Jewels?
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But A Royal Duty is in fact other people’s
stories in their own words. Punchlines of
letters from the Duke of Edinburgh and
Diana are quoted; intimate conversations
with the Queen are served up, like rather
fusty slices of Battenburg cake. The days
of restraint for insubordination or general
bad attitude to the monarch are long gone.
Even in 1763 George III’s arrest of John
Wilkes for seditious libel ended in acquittal.
Can the law do nothing to stop this
insurrection in the fourth estate?

There were two effective legal weapons in
the royal armoury: copyright and
confidentiality. Copyright in letters remains
with their author unless it has been
assigned in writing or licensed to someone
else. The physical possession of letters
does not give any right to publish their
contents, so the Duke of Edinburgh retains
rights in his letters and Princess Diana’s
estate has rights in hers. A copyright
owner can sue if someone publishes a
substantial part of one of their letters
without permission. The courts are also
swift to grant injunctions before publication
in this area in which there is only a very
limited public interest defence.

If you want to stop publication, copyright is
even more effective than confidentiality
although the betrayal of employers’
confidences by servants continues to be
viewed very strictly by the courts. Within
the last year, both Naomi Campbell and
Lady Archer have successfully sued their
former personal assistants and been
granted permanent injunctions blocking
further betrayal of personal secrets.
Appropriately enough, this area of the law
is built on the case of Albert v. Strange. In
1848, the year of revolutions in continental
Europe, Prince Albert and Queen Victoria
successfully sued an upstart printer to
prevent him from running off pirate copies
of their family sketches of each other, their
children, assorted family and pets.

Why, then, did the Royals not try to 
stop Burrell, the Mirror or Penguin?
Copyright law was on their side.
The extracts were short, but although it 
is widely believed  you can publish a
proportion of a work without consent,
the issue is not length but substance:
a key line from a long work can be
substantial and therefore infringing.
None of the other fair dealing defences to
infringement of copyright applies: they
cover reporting current events, criticism or
review and private study; in any event the
fair dealing defence no longer applies to
unpublished personal letters.

The extract from the Duke of Edinburgh’s
letter in which he reveals his belief that
Charles would be mad to leave Diana for
Camilla was obviously substantial.

There is little doubt that the extracts used
by Burrell were actionable breaches of
copyright. It was also obvious that many of
Burrell’s revelations were in breach of
confidence too. To put it the other way
round, if the Mirror owned exclusive rights
in the underlying material they would see
rival  publication of these extracts as a
spoiler worth stopping.

Previously the Royals have sued, often with
success. Diana famously sued the owner
of her gym for allowing photographs to be
taken without permission. Her estate sued
the Franklin Mint for using her name and
image, incurring costs of many millions of
pounds. James Hewitt’s mawkish “Princess
in Love” took the safe course and escaped
litigation by merely paraphrasing Diana’s
love letters; although indelicate, its parts
were therefore less than substantial.

The Butler Did It
If Paul Burrell had written a book about his life as a royal butler in his own words it
would have been unremarkable in a legal sense.
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As a result, brand promoters need to take a
close look at the wording that they use at
the point of collection of any personal data
in order to ensure that the necessary
consents are obtained to be able to use
such data in unsolicited direct marketing
activities in the future.

The Privacy and Electronic
Communications (EC Directive) Regulations
2003 (“Regulations”) came into force on
11 December 2003. Amongst other things,
the Regulations deal with the sending of
“spam”. Spam is a word that is commonly
used to mean unsolicited commercial email
and the Regulations have introduced a new
rule that unsolicited direct marketing emails
must not be sent to individuals unless they
fall within what is known as the “soft opt in
exemption” or unless they have consented
to receive them. Consent can be (but does
not have to be) given by means of a “tick
box” whereby the individual opts in to
receive direct marketing by email from the
promoter in the future.

“Soft opt in exemption”

The “soft opt in exemption” provides that
unsolicited direct marketing emails can be
sent to individuals without first obtaining the
prior consent of those individuals where:

• the recipient’s email address has been
obtained in the course of a sale or
negotiations for sale of a product or
service to that recipient; and

• the sender’s direct marketing material is
in respect of similar goods or services;
and

• the recipient has been given a simple
means of refusing (free of charge
except for the cost of transmission) the
use of his contact details for marketing
purposes at the time those details were
initially collected and, where he did not
refuse the use of those details, at the
time of each subsequent
communication.

To understand how this works in practice,
consider the example of a company which
collects email addresses from consumers
when they place an online order for a
product. In this situation the consumer’s
email address will be obtained in the
course of a sale and so if the online order
form contains appropriate data protection
wording (which provides an opt out
opportunity such as a tick box so that the
consumer can opt out of receiving future
direct marketing emails) then that company
can send direct marketing emails to that 

consumer about its other similar products
in the future provided an opt out opportunity
is included in each subsequent email.

Existing mailing lists

What does this mean for mailing lists of
individual email addresses that were
compiled before 11 December 2003?  Do
not panic - the enforcer of the Regulations
is the Information Commissioner and he
has taken the view that where such mailing
lists were compiled in accordance with
privacy legislation in force before 11
December 2003 and have been used
recently, they can be continued to be used
unless the recipient has already opted out.
However, an opportunity must be provided
for recipients to opt out of receiving future
unsolicited direct marketing emails in all
subsequent messages.

Corporate subscribers

There are different and less restrictive rules
for sending spam to recipients who are not
individuals but are “corporate subscribers”.
To fully understand the rules on spam, you
need to understand this difference. Whilst
an email addressed to Fred Bloggs at his
residential address would be an email to an 

New Rules on Spam
The rules governing the way in which brand promoters can conduct unsolicited direct
marketing in the UK have recently changed.  

When Wendy Berry, the former
housekeeper at Highgrove House, fluttered
over the hedge as author of “The
Housekeeper’s Diary” Prince Charles gave
her both barrels. Her book remains
unavailable in this country and Berry faces
imprisonment if she returns to England.

So why did they hold their fire this time,
when they had a strong case?  Assuming
that they were not simply looking the wrong
way when Burrell broke cover, why did they
ignore not only a good chance of suing but
also of blocking publication?  The answer is
almost certainly not in the law.

Penguin and the Mirror will have been
expertly advised on their legal position.

They will also have remembered Lord
Northcliffe’s words: “news is what
somebody somewhere wants to suppress.
All the rest is advertising”. Above all, they
will have remembered the collapse of Paul
Burrell’s trial for theft almost exactly a year
ago as a result of the Queen’s intervention.
Looking back at the public reaction to that
fiasco the publishers may well have
decided that the Royals could not risk
another last-minute legal run-in. They may
have concluded that although the law might
not favour publication of what the butler
saw, tactics did.

The royal patience finally ran out when 
the Mirror published the revelations of its 

fake footman during George Bush’s visit to
Buckingham Palace. Although it was
agreed that some of the information was in
the public interest, the newspaper
accepted that much of it was not. After
splashing two days of inside gossip it
agreed to publish nothing more, to return
unpublished material and make a
contribution to the royal costs. Some saw
this as too little too late. It’s no good
shutting the kennel door after the corgis
have bolted.

(A version of this article was previously
published in Media Guardian.)
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individual subscriber, an email to an
employee of a UK limited company (e.g
Fred.Bloggs@company.com) would be an
email to a corporate subscriber. On the
other hand, an email addressed to an
employee of a non-limited liability
partnership in England is classified as an
email to an individual subscriber whereas
an email addressed to an employee of a
partnership in Scotland is classified as an
email to a corporate subscriber.

This difference is important because prior
consent is not a prerequisite to sending
emails to corporate subscribers.

Of course, the Regulations do not only
concern spam - they also contain rules on
unsolicited direct marketing by other means
such as telephone, fax and text message.

Mind the CAP

Advertisers and promoters in the UK must
not only take notice of the changes
required to their direct marketing practices
under the Regulations, they must also be
aware of the provisions of the British Code
of Advertising, Sales Promotion and Direct
Marketing (“CAP Code”). The CAP Code
is not the law but is a self regulatory code
which is designed to help marketers
comply with the law. We have referred to
the CAP Code and its application in
previous editions of Convergence but it is
worth noting here that the CAP Code
broadly reflects the Regulations in that it
includes a requirement for advertisers and
promoters to obtain explicit consent from
consumers before sending marketing
communications by fax, email or text
message. There is an exception which
applies where similar products are being
marketed to existing customers.

The ASA has already upheld a number of
adjudications on this section of the CAP
Code. One final point for promoters to
note is that, whilst under the Regulations
an unsolicited direct marketing email
addressed to Fred.Bloggs@company.com
would be an email addressed to a
corporate subscriber and could be sent
without obtaining the prior consent of Fred
Bloggs, CAP takes the view that such an
email cannot be sent to Fred Bloggs in his
private capacity (e.g. to market a consumer
product) without his prior consent unless
he is an existing customer.

Therefore, if you are intending to conduct
unsolicited direct marketing activities by
email, ensure you appreciate the
difference between the rules on sending
such emails to “individual subscribers” and
“corporate subscribers” and do not forget
the CAP Code.

“Spam is a word that is commonly used to mean
unsolicited commercial email and the Regulations 
have introduced a new rule that unsolicited direct
marketing emails must not be sent to individuals 
unless they  fall within what is known as the 
“soft opt in exemption” or unless they have 
consented to receive them”.
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Brussels

Patrick Van Eecke joined DLA in September
2003 and will be leading our Internet Law
Group in Brussels. Patrick joined from
Bogaert & Vandemeulebroeke along with
Rosa Barcelo and Georgia Skouma.
Together Patrick, Rosa and Georegia will 
be focussing on electronic signatures,
encryption, data protection, e-commerce
and e-government.

Pierre Bruwier also joined in September
2003 and his work covers both information
technology and intellectual property.

Manchester

Elizabeth Murray joined in November 2003
and will be focussing on public sector IT
procurement projects. Elizabeth joined us
from Service and Systems Solutions Limited
(Sx3) where she was Legal & Commercial
Director of the Infrastructure & Managed
Services Division. Sx3 provided IT
outsourced and managed services, complex
multi-tier CRM implementations and high
end technology infrastructure solutions to
local authorities and London Boroughs.

Prior to that, after a spell in private practice
with Garretts, Elizabeth spent 7 years at
Lloyds TSB Bank plc where she led Group
IT Legal & Supplier Planning before being
promoted to Head of Strategic Alliances in
eCommerce.

New Joiners

DLA advises the Department of Health on the National Programme
for IT, the world's largest IT project

Editor: Simon Jones

Contributors: Annabel Ashby, Craig Armstrong, Siân Croxon, Ruth Daniels, Zoe Ham, Selina Taylor, Mark Lawry, Mark Smalldon, Suzanne Streatfield.

DLA was jointly appointed with Allen & Overy
by the Department of Health to advise on the
NHS National Programme for IT, the world's
largest IT project, which has been procured
within an unprecedented timescale.

Once implemented, the NHS Care Records
Service will make a difference to every
man, woman in child in England by
providing all fifty million NHS patients with
an individual electronic NHS Care Record,
which will detail key treatments and care.
For the first time, information about patients
will be mobile - just like patients themselves
- and not remain in filing stores in the
buildings where treatment or care has been
received. The Service will connect more
than 30,000 GPs and 270 acute,
community and mental health NHS trusts in
a single, secure national system.

The overall procurement was split into eight
related projects for the creation of a National
Care Records Service, Network Services, an
Electronic Booking Service and five separate
contracts for the provision of Local Provider
Services. DLA was given responsibility for
five of these high profile projects. A team
from DLA (led by TMC partner Lee Brierley)
advised on the procurement of the £50
million Electronic Booking Service, which
was concluded in Autumn of 2003.

More recently, DLA was responsible for
advising the Department of Health in the
award of the following contracts:

• the creation of the National Care Records
Service (awarded to BT on 8 December
2003)

• the provision of Local Provider Services in
the London region (awarded to BT on 8
December 2003)

• the provision of Local Provider Services in
the North West region (awarded to CSC
on 22 December 2003)

which, together, were worth almost 
£2.6 billion.

The DLA team for the legal delivery was led
by Richard Bonnar. Richard was supported
by fellow TMC and C&P partners Simon
Jones, Nick Ogden, Craig Rattray and Mark
Vipan in successfully delivering the Care
Records Service, London LSP and North
West LSP contracts to a highly challenging
and exacting timetable. Between them they
co-ordinated DLA's legal teams who assisted
in the drafting and negotiation of the Terms
and Conditions; wide reaching project
management, procurement and strategy
development responsibilities; and extensive
liaison within the vast client organisation and
with Allen & Overy. The teams themselves
were drawn from members of both the C&P
and TMC Groups in DLA's Leeds, London,
Birmingham and Edinburgh offices and
included John McKinlay, Fiona Mares,
Stewart James, Catrina Brazier, Dan Brunton,
Craig Armstrong, David Cunningham,
Natalie Shingler, Siobhan Mullens, Stephen
Johns, Kim Broadbent, Laura Shinger and
Claire Daly.

Guy Lamb and Sarah Day provided
invaluable assistance in their niches of
Employment and Banking respectively.

Uniquely, DLA played a key role in the
provision of procurement support. Brian
Clark was Procurement Director for the
Electronic Bookings Project and was
subsequently seconded on to the
Procurement Executive of the National
Programme. Brian was supported by Steven
Norris (Regulated Procurement), Rachel
Sherratt, Victoria Lamb, Claire Daley and
Laura Shingler.

Finally, on 19 February 2004, the Department
for Health announced the award to BT of a
multi-million pound contract to procure,
integrate and manage networking services
for the new national network (known as N3)
for the NHS. Mark Crichard led the DLA
team in advising the Department of Health.
In so doing, Mark was supported on the
project by Purvi Parekh, Fiona Mares,
Stewart James, Hazell Honour, David
Williams, Hinal Patel and Leona Marshman.

The innovative N3 multi-supplier network is
the first of its kind in the public sector.
Under the contract BT are required to
source and provide services to cater for
both the NHS and other associated public
and private bodies. The contract is unique
in that it is structured to provide the
flexibility to grow with the National
Programme for IT and the NHS and adapt
to new demands and technology.


