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Summary of Facts and Submn ssions

2524.D

This appeal is fromthe decision of the Opposition
Division to reject two oppositions and to maintain

Eur opean patent No. 0 347 154 on the basis of 15 clains
as granted, the only independent clai mreading:

"1. Tissue paper having a basis weight of from 10

to 65 grans per square neter, and a density of no nore
than 0.6 grans/m, said paper conprising cellulosic

fi bers and an anount of a polysil oxane nmaterial,
characterised in that said anount of polysiloxane is
fromO0.004% to 2% based on the dry fiber weight of said
ti ssue paper and in that said tissue paper is dry and
after aging two weeks after its manufacture, has a
wetting tine of no nore than 2 mnutes, the outwardly
facing surfaces on the tissue paper having a uniform
di stribution of polysiloxane, and the pol ysil oxane
bei ng present without the aid of additional oils and

| otions."

The notices of opposition, based on insufficient

di scl osure (Article 100(b) and 83 EPC) and | ack of
novelty and inventive step (Article 100(a), 54 and 56
EPC), cited inter alia the foll ow ng docunents:

(1) US-A-3 818 533;

(4) A J. Sabia and R B. Metzler, "The Rol e of
Silicones in Nonwoven Fabric Applications”,
Reprinted from Nonwoven | ndustry, Septenber 1983;

(11) US-A-3 844 880; and

(14) US-A-4 046 930.
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In its decision, the Opposition Division found that the
i nvention was sufficiently disclosed in accordance with
Article 83 EPC. It was further held that the clainmed
subj ect-matter was novel and inventive over the cited
prior art. The Qpposition Division considered

docunent (11) as the closest prior art and found that
any conbination with the other cited prior art would
not lead in an obvious manner to the clai med subject-
matter. The sane concl usi on was drawn when starting
fromdocunent (1), which was chosen by the Opponents as
the cl osest prior art.

Oral proceedings were held before the Appeal Board on
4 Cctober 2001.

Bot h, the Appellant (OQpponent 11) and the party as of
right (Opponent I), in witing and at the ora
proceedi ngs, maintained that the invention was
insufficiently disclosed since the patent did not
define the feature "without the aid of additiona
materials such as oils and | otions".

The Appel lant also nmaintained that it was obvious from
docunent (4) to use a nodified polysiloxane, such as
UCARSI L EPS, as an alternative softening agent for the
debonders used in docunent (11).

The party as of right started from docunent (1) as the
cl osest prior art and argued that considering the
properties of the hydrophilic silicones described in
docunent (4), the clained subject-matter |acked an

i nventive step

The Respondent submitted in essence
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- that the argunents concerning sufficiency were in
fact directed to an objection under Article 84 EPC
i nstead of under Article 83 EPC

- that docunent (11) was the closest prior art,
since it intended to solve the sane problem as the
patent in suit, nanely to provide soft paper
tissue of sufficient strength;

- that for solving this problem docunent (11)
suggested a nethod which required the application
of high amobunts of a three conponent systemto a
wood pul p slurry, whereas according to the patent
insuit, it was sufficient to apply only a
pol ysil oxane in very small anounts for the sane
pur pose; and

- that there was no incentive for a skilled person
to l ook for the silicones described in
docunent (4) for nonwoven fabric application in
order to replace the three conponent systemin the
ti ssue paper of docunent (11), in particular since
it was known from docunent (14) to apply silicones
for rendering paper substrate water-repellent.

The Appellant and the party as of right requested that
t he deci si on under appeal be set aside and that the
pat ent be revoked.

The Respondent requested that the appeal be dism ssed
and that the patent be maintained.

Reasons for the Decision

2524.D
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Sufficiency of disclosure

The Board is satisfied that the clained subject-matter
is disclosed in the patent in suit in a nmanner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art (Articles 100(b) and
83 EPC). Since the appeal succeeds for other reasons,

it is not necessary to consider this issue in nore
detail.

I nventive step

Duri ng the appeal proceedings, the Appellant did not
object to lack of novelty. It remains, therefore, to
assess whether or not the clained tissue paper is based
on an inventive step.

Techni cal background

The patent in suit relates to tissue paper having a
soft, silky, flannel-like feel (page 2, lines 5 to 6).

Known net hods for enhanci ng softness of tissue paper
are said to adversely affect tensile strength so that
ti ssue paper production requires bal ancing softness
agai nst tensile strength (page 2, lines 10 to 12).

Cl osest prior art
The patent in suit nmakes reference to several prior art
ti ssue paper products, inter alia to that of

docunent (11) (page 2, lines 38 to 41).

This docunment is the only citation on file which
explicitly nentions the same problem ie that any
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increase in softness would result in a decrease in
tensile strength and vice versa (colum 1, line 63 to
colum 2, line 17). Therefore, docunent (11) qualifies
as a suitable starting point for assessing inventive
step which was al so accepted by the Appellant and the
Respondent .

Docunent (11) discloses a particul ar conbi nati on of
additives to be used in the fibre slurry in order to
overcone the problem of bal anci ng softness and strength
(colum 2, lines 24 to 32). The additives are (1) an
anionic or cationic surface active agent as a debonder
in amounts ranging preferably fromO0.15 to 2% OD (0. 15
to 2% of the oven dry weight of the fibres); (2) at

| east one anionic or nonionic resin selected fromthe
group consisting of acrylic emul sions and anionic
styrene butadiene | atices, preferably in amounts of
from3 to 15% OD; and (3) a deposition aid for the
resin, preferably 0.1 to 3% OD (columm 1, lines 9 to
19, colum 3, lines 30 to 36, colum 4, lines 16 to 24
and 53 to 61 and A aiml).

Docunent (11) is silent about dryness, uniformty of
addi tive distribution, basis weight and density of the
ti ssue paper. However, no evidence is on file which
woul d al | ow any unbi ased di stinction over the prior art
or any contribution to inventiveness based on these
features. Nor did the Respondent rely on any of these
properties as essential with respect to inventiveness
of the clained subject-matter over the tissue paper of
docunent (11). Therefore, it is neither possible nor
necessary to further consider these features of
Claim1.

Techni cal probl em
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As al ready indicated, docunent (11) is concerned with
the technical problemof increasing the softness of

ti ssue paper while maintaining its strength. The
Respondent relied in addition on wettability of the
clai med tissue paper. According to Claim1l, it has a
wetting time of no nore than 2 mnutes after aging two
weeks after its manufacture or - as stated in the
description of the patent - a high wettability within
the ranges desirable for toilet paper application
(page 7, lines 27 to 28). However, the Respondent did
not assert that there was sonething exceptional in a
wetting tinme of 2 mnutes, nor did he contest that the
paper products of docunent (11) which are useful for
simlar, if not the sane purposes, such as paper
towel s, tissues or sanitary napkins and diapers
(colum 1, lines 31 to 35 and colum 6, lines 6 to 11)
are wettable as well. Since, furthernore, no conparison
has been nade between products of the patent in suit
and the products of docunent (11), no evidence is on
file showng any difference in wettability or in
softness or in strength.

Si nce, consequently, both the patent in suit and
docunent (11) provide tissue paper which is soft,

strong and sufficiently wettable, the technical problem
to be solved in view of docunent (11) can only be seen
in the provision of an alternative paper tissue.

Sol ution of the problem

The Respondent argued that this problemwas sol ved by
substituting the conbination of the three additives
whi ch were used in docunent (11) in high ambunts (see
2.2.2 above) by | ow anounts of only one additive,
namely at nost 2% OD of a pol ysil oxane.
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The Appel |l ant who carries the burden of proof in this
respect has not provided any evidence to refute this
argunent. The Board, therefore, has no reason to doubt
that the technical problemis actually solved by
substituting the additive conbination of docunent (11)
by pol ysil oxane in anmounts of 0.004 to 2% QD

It remains to be decided whether, in view of the
avai | abl e prior art docunents, it was obvious for
soneone skilled in the art to solve the probl em of
providing an alternative tissue paper by the neans
cl ai ned.

Docunent (11) does not contribute to a solution of this
probl em since it does not nention any polysil oxanes or
contai n any suggestions of neans to be used
alternatively to its own essential disclosure.

In the patent in suit, several commercially avail abl e
pol ysi | oxanes are exenplarily nentioned. One of these
is UCARSIL EPS from Union Carbide (page 3, lines 16 to
17).

This particular material is nentioned in docunent (4)
(page 4, fromthe mddle of the left-hand col um
onwards) as a "recently devel oped silicone nol ecul e"
whi ch "conbi nes many of the desirable surface active
features of PAO nodified silicones with the durability
of organo-reactive silicones.” It is said that this
material is "a durable hydrophilic softener” and that
"the PAO nodified group nakes this product ideally
suited for use with | ow add-on textile finishing

equi pnent”. An exanple is given in Table VI where it is
shown that with only 0.9% of the active silicone on
pol yester nonwoven substrate, wettability and tear
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strength are substantially inproved. Docunent (4) goes
on to state that also tests on "50/50 pol yester/cotton
and 100% cotton fabrics show that beyond softening and
enhanced physical attributes, inproved hydrophilic
properti es" can be obtai ned.

Thus, it is known from docunent (4), that UCARSIL EPS
as one of those conmercially obtainable polysiloxanes
suggested in the patent in suit, when applied in
anobunts as low as in the patent in suit (0.004 to 29,
can provide all those properties which are desired for
the clained tissue paper, nanely softness, strength and
wettability, on nonwoven polyester and cotton fabrics.

The Respondent argued that docunent (4) was concerned
wi th nonwoven fabric application, a technical field
quite different to the field of tissue paper, so that a
person skilled in the art would not have consi dered
this docunent in an attenpt to find suitable neans for
providing an alternative to the tissue paper of
docunent (11). Moreover, the skilled person woul d not
have | ooked for polysiloxanes at all, since it was
known from docunent (14) that - opposite to the
wettability sought after in the patent in suit - paper
was rendered water-repellant by this material (see e.g.
Caiml).

The Board does not accept these argunents. Docunent (4)
mentions silicone application in paper several tines
(page 1, left-hand colum, second paragraph and ri ght-
hand col umm, first full paragraph, page 2, |eft-hand
colum, lines 6 to 9), thereby putting non-woven fabric
and paper on the same footing in this respect.
Therefore, the Board concludes that the technica

fields of nonwoven fabrics and paper technol ogy, in
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particular the field of tissue paper, are closely
related to each other. This conclusion is corroborated
by docunent (14) pertaining to "paper and textile
fabrics" (e.g. title) and docunent (1) which is
concerned with "tissue paper and nonwoven naterial”
(colum 1, lines 9 and 10).

It follows that a skilled person seeking for neans
alternative to those in docunent (11) of making tissue
paper soft, strong and wettable, would also search in
the related technical field of nonwoven fabrics.

Finally, docunent (4) already distinguishes between
reactive and organo-reactive silicones that inpart

wat er -repel | ency and hydrophobicity to textiles and
paper substrates (page 2, lines 1 to 28) and silicones
i ke UCARSIL EPS which are made hydrophilic by further
nodi fi cati on with PAO (pol yal kyl eneoxi de) groups, such
that they can inpart wettability to the substrate

(page 3, left-hand colum, |ast paragraph and right-
hand col um, line 15; page 4, left-hand columm, lines 5
to 4 fromthe bottom.

Therefore, docunent (14) which relates to a particul ar
ki nd of polysiloxane inparting water-repellency to a
substrate woul d not have prevented a person skilled in
the art concerned with a quite different purpose to

| ook for silicones having other properties. Thus, a
skilled person aimng at hydrophilicity woul d have
consi dered the UCARSI L EPS described in docunent (4).

The Board, therefore, concludes that, for the purpose
of providing another strong, soft and wettable tissue
paper, the skilled person, with reasonabl e expectation
of success, would have readily tried the particularly
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nodi fi ed pol ysil oxane UCARSI L EPS described in
docunent (4) in the recommended | ow anbunts as an
alternative to the conparatively high total anount of
addi tives used in docunent (11). Consequently, the
subject-matter of Caim1l |acks an inventive step and
does not neet the requirenent of Article 56 EPC

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
G Rauh P. Krasa
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